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COPYRIGHTABILITY

Independent
creation

Original works of
authorship

Sufficient

Copyright creativity

protection
subsists In:

Fixed in a tangible
medium of
expression

Sufficiently
permanent copy




COPYRIGHTABILITY

The following are examples of works not subject to copyright and
applications for registration of such works cannot be entertained:

such as names, titles, and
slogans;  mere variations of
' mere
listing of ingredients or contents

, plans, methods

Works consisting entirely of information that is

as typeface

37 C.F.R. § 202.1



COPYRIGHTABILITY

Covered by Copyright

Literary, musical, & dramatic works
Pictorial, graphic, & sculptural works
Pantomimes & choreographic works

Motion pictures & other audiovisual
works

Sound recordings
Architectural works

17 U.S.C. § 106(a)

NOT Covered by Copyright

Works lacking originality

Words & short phrases

Coloring

Spatial format & layout

Familiar symbols & designs
Common geometric shapes
|ldeas, plans, methods, & systems
Blank forms

Typefaces

Useful articles



COMPARING COPYRIGHT & TRADEMARK

COPYRIGHT TRADEMARK

Modicum of Creativity Fanciful, Arbitrary, Suggestive, or Descriptive

(Source ldentification Not Required) with Secondary Meaning

No Protection for Single Words or Short Single Words and Phrases Protected

Phrases

Protects Scandalous Material No Scandalous Material

Fonts, Typeface, Etc. Not Protected Fonts Can Serve Source Identification
Purposes

Life Plus 70 years Unlimited Term As Long As In Use

95 years from publication or 120 years from

creation if a work made for hire, anonymous,

or pseudonymous work




COPYRIGHT REGISTRATION PROCESS

Apply to register

(application, deposit,
and fee)

If refused again,
applicant can bring
APA claim against the
Copyright Office to
register work

Copyrightable and
complies with
application
requirements?

Registered!

If reversed,
registered!

If refused first appeal,
applicant can file a
SECOND appeal with
the Review Board

Not copyrightable or
other problems?

Refused!

If refused on
copyrightability, file a
FIRST appeal.

May be registered, or
refused again




ADMINISTRATIVE APPEALS

1st Request for . N .
. . Reasons/legal arguments supporting applicant’s request for
Reconsideration registration

Review by attorney in the Office of Registration Policy & Practice
$350 per claim

Must address earlier reasons for upholding the refusal to
register

2"d Request for
Reconsideration Review by 3-member Review Board (Register and GC (or

their designees) and another Register designee)

$700 per claim Decision is by majority and is final agency action; can be
challenged (for abuse of discretion) in federal court under
Administrative Procedure Act

https://copyright.gov/rulings-filings/review-board/



REVIEW BOARD CASES - REFUSAL AFFIRMED

PTECH> FRIGIDAIRE

PINPOINT TECHNOLOGIES GROUP, LLC




REVIEW BOARD CASES - REFUSAL REVERSED
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SPEEDWAY MOTORS, INC. V. PERLMUTTER, 553 F. SUPP. 3D 703 (D. NEB. 2021)
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OTHER BRANDING MATERIALS

Advertisements
& Commercials

Presentations

Promotional
Pamphlets &
Newsletters

Websites

Business
Manuals &
Training
Materials

Other Creative
Works!




| U.S. Copyright Office News Opportunities Help Contact _

 Law & Policy

Registration ' Recordation

W Licensing

+ Research

Welcome to the

Dl - (copyright

Celebrating our 150 anniversary

What is Copyright?

Learn about the basics of capyright with our new online reference page.

Copyright gov

Features Welcome to the U.S. Copyright Office
Celebrating our 150" anniversary

Quick Links

Coronavirus Updates
Operations updates during the
COVID-19 pandemic

U.S. Copyright Law
Title 17 of the U.S, Code

What is Copyright?
Learn about the basics of copyright with our new online

Search Copyright Records Register Your Works Recordation Golls o Facaal Registions e
Features
Quick
Links Copyright?
Learn about the basics of copyright with ous
Coronavirus new online reference page.
Updates
Operations
m More
Search Copyright Register Your Works updates during -
Records the COVID-19
pandemic
Register your work or Features
Search our Copyright learn more about the ot
Public Records Catalog registration process Copyright
online here. with the Copyright Law
A y st Title 17 of the
For access 10 our new LLE:Coce
Copyright Public. Codeof
Records System pilot Federal
visit here. Learn More Regulations
Title 37, Chapter




Obtaining Border Enforcement of
Intellectual Property Rights

&
CBP’s e-Recordation System




Which IP does CBP Enforce?

Trademark (ex officio) ULIJJ

)
\n‘ Copyright (ex officio)
— Utility Patent*

Design Patent*

O i *
* ITC Exclusion Order Required Trade Secret

HO



Main IP CBP Enforces

TRADEMARKS E

COPYRIGHTS

A



http://bp3.blogger.com/_Xr0a8eSQdgY/RwIy4o5hstI/AAAAAAAAAfU/ykKwbtj0A2k/s1600-h/pinochio.gif

IP Violations

* Counterfeit (19 U.S.C. § 1526(e))

* |dentical with or substantially indistinguishable from protected trademark
» Spurious — applied without trademark owner’s permission

« Confusingly Similar/Merely Infringing (19 U.S.C. § 1595a(c)(2)(C))
« Underlying violation of 15 U.S.C. § 1124

« Copying or simulating mark that would likely cause the public to associate the
suspect mark with a protected trademark

* Piratical Copies (19 U.S.C. § 1595a(c)(2)(C))
« Underlying violation of 17 U.S.C. § 602
« Substantially similar to protected copyright



DMCA Violation

* Definition of violation

» According to the DMCA (17 U.S.C. § 1201(a)(2)), no Person shall manufacture, import,

offer to the public, provide, or otherwise traffic in any
component, or part thereoft that —

. ('?f) is primarily designed or produced for the purpose of circumventing a technological measure that
effectively controls access to work protected under this title;

« (B) has only limited commercially significant purpose or use other than to circumvent a technological
measure that effectively controls access to a work protected under this title; or
(C) is marketed by that person or another acting in concert with that person with that person’s
knowledge for use in circumventing a technological measure that effectively controls access to a work
protected under this title.

echnology, product, service, device,

« Seizure authority

19 U.S.C. § 1595a(c)(2)(G) incorporates the requirements of a DMCA device trafficking
violation by reference to subsections (a)(2) and (b)(1) of 17 U.S.C. § 1201.

These are: (1) primarily designed or produced for the purpose of circumventinga
technological measure that etfectively protects a copyright; (2) only limited commercially
significant purpose or use other thanto circumvent; or (3) marketed with knowledge.

Although both subsections prohibit trafficking in a circumvention technology, the focus of
subsection 1201(a)(2) is circumvention of technologies designed to prevent access to a
work, and the focus of subsection 1201(b)(1) is circumvention of tec nologles designed to
permit aru](%cess to a work but prevent copying of the work or some other act that infringes a
copyright.



IP Violation Samples

Counterfeit
Confusingly Similar -Plratlcal Copy-

|dentical/Substantially
Indistinguishable

Copying/Simulating

Substantially Similar




U.S. Customs & Border Protection e-

Recordation Program




Registration v. Recordation

Registration relates to the official act of filing (1) a trademark with the
U.S. Patent & Trademark Office, or (2) a copyrlght W|th the U S
Copyright Office for a federal reglstratlon ST,

Recordation refers to bringing a valid, federally registered right
(trademark or copyright) to CBP (IPE Branch, R&R) in order to protect
against the importation of infringing goods. 19 CFR § 133.1, et seq.

"‘PR INTELLECTUAL PROPERTY
i RIGHTS e-RECORDATION

Distinction: Seizure is not always possible of goods that violate
unrecorded rights.




REGISTER with
USPTO or
U.S. Copyright
Office

RECORD

with CBP

Int. Cl: 14

Prior U.S. Cls.: 2, 27, 28, and 50 Reg. No. 2209815
United States Patent and Trademark Office  Registered Dec. 8, 199

TRADEMARK
PRINCIPAL REGISTER

M

NIKE, INC. (OREGON CORPORATION) OWNER OF US REG NOS 1207469,
ONE BOWERMAN DRIVE 1,995,356, AND OTHERS.
BEAVERTON, OR 97005

FOR:  TIMEPIECES OF ALL TYPES, SN 73-977,421, FILED 10-24-199%.
NAMELY, WATCHES AND CHRONOGRAPHS,
IN CLASS 14 (US. CLS. 2, 27, 28 AND %0,

FIRST USE 8-26-1997, IN COMMERCE

PRISCILLA MILTON, EXAMINING ATTOR
5261997 NEY

N/

iIPRR

INTELLECTUAL PROPERTY
RIGHTS e-RECORDATION




Temporary Copyright Recordation

We allow temporary

recordation for pending copyright
registrations with the USCO P> —
Provides the applicant protection 2
while waiting for USCO approval ' ©

Term of protection is only for 6
months or until the registration is
granted

—
I PRR R e Recoroamion

Once the copyright is granted
applicant must apply anew and pay
the $190 fee




CBP's ex officio copyright
enforcement authorities

» Detention of suspected piratical items and DMCA prohibited
devices for further evaluation

» Seizure of confirmed pirated copies
* Forfeiture and Destruction




Benefits of Recording COPs with CBP

No International Classes (IC) associated with copyrights, unlike trademarks

l_,_l']_'l,_"l".r' ’ I.’ '

COP 10-00181
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Recorded
COPYRIGHTS

y COP 21-00015




Benefits of Recording COPs with CBP

CBP Rec. No. COP 18-00199,
USCO Reg. No. VA2-104-216
“RICK AND MORTY STYLE GUIDE (2016)”

Frutti Star Bites 300mg
Cannabis Infused
Gummy Edibles

'\
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L
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Recording with CBP
IPR

U.S. Customs & Border Protection e-
Recordation Program

How to Obtain Border Enforcement of Trademarks and Copyrights
United States Customs and Border Protection (CBP) has the authority to detain, seize, forfeit, and ultimately
destroy merchandise seeking entry into the United States if it bears an infringing trademark or copyright that
has been registered with the United States Patent and Trademark Office (USPTO) or the United States
Copyright Office (USCOP), and has subsequently been recorded with CBP. As an intellectual property right
(IPR) owner, you can partner with CBP to receive border enforcement of your registered trademarks and

copyrights through CBP’s e-Recordation Program.

New Recordation Change of Ownership Change Point of Contact
Check Status Request 3 Month Extension

Submit Application
Through IPRR

INTELLECTUAL PROPERTY
RIGHTS e-RECORDATION

IPE Branch
Review

IPRS
Intellectual Property Rights Recordation Search

Once Approved,
Recordation Appears
on IPRS/IPRIiS



T P R INTELLECTUAL PROPERTY
1 RIGHTS e-RECORDATION

"PR INTELLECTUAL PROPERTY
A RIGHTS SEARCH

TPP (22 INTELLECTUAL PROPERTY
W mJ RIGHTS SEARCH




1 INTELLECTUAL PROPERTY
) RIGHTS SEARCH



https://apps.cbp.gov/iprs/index.asp

What Information Does CBP Ask For?

* Image of Registration Certificate

* Accurate image(s) of protected copyright as used in commerce,
in".jpg," ".gif" or ".pdf " format

 Names of licensees or parties authorized to reproduce the
copyright

* Country of Manufacture

» Point of Contact: name, address, telephone and email address
» “Additional Information”

* Product Authentication Manual or Authentication Guide



Recordation Fees

New Recordations:

« Trademark: $190 per class of goods, per trademark
 Copyright: $190 per copyright
Renewal:

« Trademark: $80 per previously recorded class of goods, per
trademark

« Copyright: $80 per copyright
Recordation Term:

» Trademark: The recordation will remain in force concurrently with

the underlying trademark registration, if renewed with CBP every 10
years

» Copyright: The recordation will remain in force concurrently with the
underlying copyright registration, if renewed with CBP every 20 years




Report Importations of Counterfeit or Piratical Report Online Sales to Immigration and Customs

Merchandise to CBP Enforcement

©

E-ALLEGATIONS

Online Trade Violation
Reporting System

https://eallegations.cbp.gov/



https://eallegations.cbp.gov/
https://www.iprcenter.gov/contact-us

Recordation Holder Training
Opportunities

» CBP offers recordation holders the opportunity to provide
enforcement-oriented training to CBP Officers in the field

 Training may be conducted virtually or in-person at the
Ports of Entry

 To request a training opportunity, please emaill
tradeseminars@cbp.dhs.gov



mailto:tradeseminars@cbp.dhs.gov

Resources

Best Practices for working with CBP: Best Practices in Working with
U.S. Customs and Border Protection to Help Enforce Your Intellectual
Property Rights at the Border | U.S. Customs and Border Protection
(cbp.ghttps://www.cbp.gov/trade/priority-issues/ipr/bestpracticesov)

CBP Recordation application: https://iprr.cbp.gov/

IPR Search: https://iprs.cbp.qov/#/

nformed Compliance Publication, CBP Enforcement of IPR

nttps://www.cbp.gov/sites/default/files/assets/documents/2017-
-eb/enforce ipr 3 0.pdf



https://www.cbp.gov/trade/priority-issues/ipr/bestpractices
https://www.cbp.gov/trade/priority-issues/ipr/bestpractices
https://www.cbp.gov/trade/priority-issues/ipr/bestpractices
https://www.cbp.gov/trade/priority-issues/ipr/bestpractices
https://iprr.cbp.gov/
https://iprs.cbp.gov/#/
https://www.cbp.gov/sites/default/files/assets/documents/2017-Feb/enforce_ipr_3_0.pdf
https://www.cbp.gov/sites/default/files/assets/documents/2017-Feb/enforce_ipr_3_0.pdf

Intellectual Property Enforcement Branch

Regulations & Rulings Directorate
Office of Trade, Washington, DC

Presenter: Morgan McPherson
Branch Chief:

Recordation Questions:

|IP Enforcement Matters:

Morgan.N.McPherson@cbp.dhs.gov
Alaina.vanHorn@cbp.dhs.gov
IPRRQUESTIONS@cbp.dhs.gov
HQIPRBRANCH@cbp.dhs.gov

ES% A U.S.Customsand

<4 Border Protection




QUESTIONS?
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1 Copyright Law No0.9.739

RELEVANT
LEGISLATION

Intellectual Property Protection

Law No.17.616

Berne Convention forthe Protection
of Literary and Artistic Works (DL

No.14.910).

CERVIERI

MONSUAREZ




CASE STUDY I:

Seizure of infringing personal care
products

* During the COVID-19
pandemic, Customs  officials
Inspected a container

proceeding from Chima, whose
consignee was a Uruguayan
company, located 1n Rivera
(border city with Brazil).

CERVIERI
MONSUN\REZ
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CASE STUDY 1.

Seizure of infringing personal care
products

e Infringing products
S

m..m.;-....-...
* Merchandise: toothbrushes o Wy .=_-. ﬂ %
identified with the brand name P | S
"SMELL FRESH DUAL ACTION" et

that Imitate the COLGATE-
PALMOLIVE copyrights,

DouBIE?
ACTION ¥

| . _,. 5 i.; KF‘{:'Y&;-V;.:\ e 0 T

CERVIERI
MONSUAREZ

)
1S



This Certificate issued under the seal of the Copyright
Office in accordance with title 17, United States Code,

CASE STUDY 1.

Seizure of infringing personal care
products

attests that registration has been made for the work
identified below. The information on this certificate has Registration Number

been made a part of the Copyright Office records. VA 2-102-566

? Effective Date of Registration:

Acting United States Register of Copyrights and Director

Title

Title of Work: Double Action Toothbrush Pack

Infringement: Unlawful
reproduction imitating the
original design of the "Double Author
Action Toothbrush  Pack™, on i ST
which COLGATE-PALMOLIVE e maim::‘“““”“; e
COMPANY holds the universal '
copyright (Art. 44 of Law No.

9 739) Certification
Date: May 15, 2018

Applicant's Tracking Number: CPCO0611111

Completion/Publication

Year of Completion: 2006
Date of 1st Publication: January 01, 2007
Nation of 1#* Publication: United States

Copyright Claimant: Colgate-Palmolive Company
300 Park Avenue, New York, NY, 10022, United States

Registration number VA 2-102-
566 - US Copyright Office .

DOUBLF
ACTION

Colgate

CERVIERI
MONSUN\REZ




CASE STUDY 1.

Seizure of infringing personal care
products

Colgate Dousie

ACTION

 Actions: criminal  complaint Original
for infringement of COLGATE- Product
PALMOLIVE COMPANY's

copyrights in order to seize the
merchandise and obtain the
destruction

Counterfeit
Product

CERVIERI
MONSUAREZ




CASE STUDY 1.

Seizure of infringing personal
care products

* Destruction: Following
COLGATE's expert opinion,
the Judge considered that
the infringement was proven
and ordered the destruction
(February 2021).

CERVIERI
MONSUNAREZ




CASE STUDY I:

Seizure of infringing personal
care products

» Sustainable destruction
techniques were applied,
which allowed the recycling
of most of the waste .

CERVIERI
MONSUAREZ




Game BoX

CASE STUDY 2:

Seizure of infringing video game
consoles

e Customs officials at Carrasco
Airport stopped suspicious
merchandise from China .

CERVIERI SRl
MONSUAREZ :




CASE STUDY 2:

Seizure of infringing video game
consoles

* Merchandise: video game
consoles "SUP GAME BOX"
containing an ordered list of
more than 400 video games

(among them : MARIO BROS,
PIKACHU, etc.)

Original product

CERVIERI
MONSUN\REZ

Infringing product




CASE STUDY 2:

: : L. : GAME BOY
Seizure of infringing video game

Word Mark: © "
Holder: NINTENDO OF AMERICA INC.

consoles

Infringements: Registration No: 515.038

Classes: 9y 28

e Trademark: adulteration of

the registered trademark
"GAME BOY" owned by SUPREME

NINTENDO OF AMERICA INC,
and wunauthorized wuse of Word and device: “

"SUPREME" trademark Holder: CHAPTER 4 CORP.DBA
owned by CHAPTER 4 SUPREME.

CORP.DBA SUPREME (Art. 81 | | |
ofthe Tradem ark Law). Registration No.: 499.869

Classes: 9, 28 y 35

CERVIERI
MONSUAREZ
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CASE STUDY 2:

Seizure of infringing video game
consoles

Actions: criminal complaint  for
iInfringement of intellectual and
iIndustrial property rights of
NINTENDO OF AMERICA INC and
CHAPTER 4 CORP.DBA SUPREME
In order to seize the merchandise

and obtain the destruction thereof .

Destruction : pending

CERVIERI
MONSUAREZ
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SUSTAINABLE DESTRUCTION

« Destruction of  products In
infingement  following technical
expertise .

« SCORE GREEN project : creation
of basketball backboards wusing
as raw material the waste
generated from the destruction
of counterfeit plastic products

CERVIERI
MONSUN\REZ




Here is the link to play the video: https://www.youtube.com/watch?v=jofG8zYhWmq



https://www.youtube.com/watch?v=jofG8zYhWmg

Create videos with https://clipchamp.com/en/video-editor - free online video editor, video compressor, video converter.
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SECOND DONATION
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SUPPORT.

BVLGARI cP COLGATE-PALMOLIVE COMPANY CHANEL

b
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EXCEED YOUR VISION
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Thank you!

Dr. Virginia Cervieri
vcervieri@cm lawyers.com .uy
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